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09/701,437 



Examiner 

Marianne P. Allen 



Applicant(s) 

ELLEMAN ETAL. 



Art Unit 

1631 



_ . . I''® RAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• aftriirtl)^^^^^^^^^^^^^^ - ^-ever. .ay a reply be .i.ely .ed 

- Failure to reply within the set or extended period for reply will, by'statute, cauTe the appiS t^^ commun,cat,on. 

Status 

1 Responsive to communication(s) filed on 24 May 2004 . 
2a)n Tills action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Clajm(s) 1,54-58.60.63 .65 and 67-75 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Ciaim(s) is/are allowed. 

6M Claim(s) 1, 54-58. 60. 63. 65. 67-75 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are; a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b){J Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Paper No(s)/Mail Date . 
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5) O Notice of Infomial Patent Application (PTO-152) 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR LI 7(e), was filed in this appHcation after final rejection. Since this appHcation is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finaUty of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Apphcant's submission filed on 5/24/04 has been entered. 

Claims 1, 54-58, 60, 63, 65, and 67-75 are under consideration by the examiner. 

Claim Rejections - 35 USC § 112 

Claims 1, 54-58, 60, 63, 65, and 67-72 are rejected under 35 U.S.C. 1 12, first paragraph, 
as faihng to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. This is a new matter rejection. 

Claim 1 has been amended to recite a hst of particular Ugands, including vaccinia virus 
growth factor. There does not appear to be any basis in the specification for vaccinia virus 
growth factor. There does not appear to be any contemplation or disclosure in the specification 
for methods which identify compounds which modulate binding of the particular set of 
compounds to the EGF receptor now recited in the claims. Disclosure that these compounds are 
known to bind to the EGF receptor is not basis for this claim limitation. 

Basis for claim 57 is not seen with respect to the particular ligands named in the 
independent claim. 
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Claims 1, 54-58, 60, 63, 65, and 67-75 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the invention. 

This enablement rejection is maintained with respect to stereochemical complementarity 
and subsets of amino acids as set forth in the prior Office action and as discussed below. 

Stereochemical complementarity does not appear to have an art understood definition and 
applicant's specification and arguments do not provide one. As such, one would be unable to 
practice the invention as claimed because one of ordinary skill in the art is not reasonably guided 
as to what to do. 

With respect to the "one or more subsets," the specification does not provide guidance on 
which subsets to use. That is, the model based on amino acids 1-621 is used and compounds are 
designed to bind to particular regions. Applicant's arguments with respect to "whole body 
translations and/or rotations" is acknowledged. However, it is noted that the argument has to do 
with how the model is viewed or displayed and thus renders this portion of the claim confusing 
or irrelevant. That is, according to applicant's argument, the underlying model and relative 
position of amino acids does not change, merely what appears on the display. However, the 
claim has no limitations to displaying the model or its orientation. For that matter, it has no 
computer elements at all. 
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With respect to claim 67, the specification provides no guidance on how to modify any 
compound found by the method of claim 1 to result in the properties desired and recited in claim 
67. 



Claims 1, 54-58, 60, 63, 65, 67-72 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The recitation of "whole body translations and/or rotations" in the claims is confusing. 
Applicant's response indicates that this language has to do with how the model is viewed or 
displayed. According to applicant's argument, the underlying model and relative position does 
not change, merely what appears on the display. However, the claims have no limitations to 
displaying the model or its orientation. For that matter, it has no computer elements at all. As 
such, it is unclear what step or limitation to the method applicant is attempting to claim. 

Conclusion 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Marianne P. Allen whose telephone number is 703-308-0666. 
The examiner can normally be reached on Monday-Thursday, 5:30 am - 1 :30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward can be reached on 703-308-4028. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0196. 

Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now contact the 
USPTO's Patent Electronic Business Center (Patent EBC) for assistance. Representatives are 
available to answer your questions daily from 6 am to midnight (EST). The toll free number is 
(866) 217-9197. When calling please have your appUcation serial or patent number, the type of 
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document you are having an image problem with, the number of pages and the specific nature of 
the problem. The Patent Electronic Business Center will notify apphcants of the resolution of 
the problem within 5-7 business days. Applicants can also check PAIR to confirm that the 
problem has been corrected. The USPTO's Patent Electronic Business Center is a complete 
service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also 
enables applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786- 

9199. 




Marianne P. Allen 
Primary Examiner 
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